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DETAILED ACTION 

• This action is responsive to the following communication: a Response to 
Restriction Requirement filed on 08/13/2007. 

• Claims 1-4, and 6-13 are elected in the present application; claims 5 have been 
non-elected by the applicant in response to the election made with traverse by 
the applicant. 

• The examiner has examined all the claims. 

Response to arguments 

Applicant's arguments, see page 1, filed 8/13/2007, with respect to Response to 
Election/Restriction have been fully considered and are persuasive. The examiner 
respectfully withdraws the Requirement for Election/Restriction filed on 7/13/2007. 

Double Patenting 

1. Claims 1-13 are rejected on the ground of nonstatutory double patenting over 
claims 1-14 of U. S. Patent No. 7,077,489 since the claims, if allowed, would 
improperly extend the "right to exclude" already granted in the patent. 



The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: 



Application 10/697,319 


US Patent No. 7,077,489 


Apparatus for printing and data writing 
to a memory tag 


Apparatus for printing and memory tag 
application 
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Print head for printing 


Print head for printing 


Memory tag write device for data 
writing to tags 


Memory tag dispenser for applying 
memory tags and to enable application 
of memory tags to the base medium at 
desired locations 


Part of Memory tag write device is 
moveable relative to the base medium 
along a second axis perpendicular to 
first axis 


Memory tag dispenser is moveable 
relative to the base medium in a 
direction which is perpendicular to a 
direction in which the base medium 
moves 



The above analysis of claim 1 is exemplary of all the pending claims. The rest of 
the claims recite the same limitations or broader versions as claimed in the U. S. Patent 
No. 7,077,489. 



Note the comparison above, claims 1-13 of the instant application is not 
patentability distinct from claim 1-14 of the U. S. Patent No. 7,077,489 because claims 
1-13 of the instant application are rendered obvious over claims 1-14 of U. S. Patent 
No. 7,077,489. For example, claim 1 of the instant application includes the limitation - 
memory tag writing device for data writing to tags. However, it would have been 
obvious to have a memory tag writing/reading device as a separate unit for writing data 
to memory tags for the benefit of achieving faster and error-free processing in the 
apparatus of U. S. Patent No. 7,077,489. Hence, the claims cover common subject 
matter and all the limitations in the pending claims are anticipated by the U. S. Patent 
No. 7,077,489 claims. 
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Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

Examiner Notes 

Examiner cites particular columns and line numbers in the references as applied to the 
claims below for the convenience of the applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within 
the individual claim, other passages and figures may apply as well. It is respectfully 
requested that, in preparing responses, the applicant fully consider the references in 
entirety as potentially teaching all or part of the claimed invention, as well as the context 
of the passage as taught by the prior art or disclosed by the examiner. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

3. Claims 1-2, 6-8, and 11-13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Austin et al., US 6,645,327. 
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Re claim 1, Austin discloses an apparatus for data printing (see fig. 2) and data 
writing to a memory tag on or in a base medium (see fig. 2; column 5, line 47-column 7, 
line 39), the apparatus having a print head (see element 12, fig. 2) for printing onto the 
base medium (see element 100, fig. 2), and a memory tag write device (see element 44, 
fig. 2) for data writing to the memory tag (i.e. RF tags) on or in the base medium (see 
fig. 2; column 5, line 47-column 7, line 50), wherein the base medium is moved along a 
first axis (right to left axis, see fig. 2) through or past the apparatus (see fig. 2; column 5, 
line 47-column 7, line 50), and at least a part of the memory tag write device (i.e. supply 
roller 34, figure 2) required for communication with the memory tag is moveable relative 
to the base medium (see element 110, fig. 2) back and forth along a second axis (i.e. 
into and out of the page when looking at figure 2) substantially perpendicular to the first 
axis (see column 5, line 47-column 7, line 50, note that the roller 34 moves along the 
axis (clockwise or counterclockwise) pointing into and out of the page (the z axis) when 
looking at figure 2. The roller 34 moves on an axis into and out of the page (the z-axis), 
which is perpendicular to the right to left axis (the x-axis) that the base medium moves 
along). 

Re claim 2, Austin further discloses the print head (element 12, fig. 2) is 
moveable relative to the base medium and moves back and forth along a third axis (into 
and out of the page, when looking at figure 2) substantially perpendicular to the first axis 
(see figure 2; column 5, line 47-column 7, line 50, note that the print head 12 moves on 
an axis into and out of the page (the z-axis), which is perpendicular to the right to left 
axis (the x-axis) that the base medium moves along. The first axis can be considered as 
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the x-axis while the third axis can be the z-axis, these axes are perpendicular, by 
definition). 

Re claim 6, Austin further discloses the memory tag write device (element 240, 
fig. 12) is a memory tag read/write device (see column 10, line 54-column 12, line 65), 
such that the data written to the memory tags can be read and checked after being 
written (see column 10, line 54-column 12, line 65). 

Re claim 7, Austin further discloses the memory tag write device (element 240, 
fig. 12) is a memory tag read/write device (see column 10, line 54-column 12, line 65), 
such that data written to memory tags on previously printed base medium can be read 
from those memory tags when the previously printed base medium is moved through or 
past the apparatus (see figures 8-9, 12; column 7, lines 25-30; column 10, line 54- 
column 12, line 65). 

Re claim 8, Austin further discloses the data once read is used to print additional 
copies of the previously printed base medium (column 10, line 54-column 12, line 17). 

Re claim 11, claim 11 recites similar features as claims 1 & 2 above and is 
rejected on the same grounds. 

Re claim 12, Austin discloses a method of printing onto a base medium (see 
figure 2) and writing to a memory tag (see 112, fig. 2) on or in the base medium (see 
column 5, line 47-column 7, line 50) comprising the steps of: i) feeding the base medium 
along a first axis (right to left axis, fig. 2) past a print head (see 12, fig. 2); ii) printing 
onto the base medium (see column 5, line 47-column 7, line 50); iii) feeding the base 
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medium past a memory tag write device (see 44, fig. 2) (see column 5, line 47-column 
7, line 50); iv) moving the memory tag write device (see 44, fig. 2) along a second axis 
(i.e. into and out of the page, when looking at figure 2) substantially perpendicular to the 
first axis (right to left axis, fig. 2) to the location of a memory tag in or on the base 
medium (see figure 2; column 5, line 47-column 7, line 50, note that the write head 44 
moves on an axis into and out of the page (the z-axis), which is perpendicular to the 
right to left axis (the x-axis) that the base medium moves along. The first axis can be 
considered as the x-axis while the third axis can be the z-axis, these axes are 
perpendicular, by definition), and v) writing data to the memory tag in or on the base 
medium (see column 5, line 47-column 7, line 50). 

Re claim 13. Austin further discloses it further includes the step of moving the 
print head (12, fig. 2) relative to the base medium see column 5, line 47-column 7, line 
50) along a third axis (i.e. into and out of the page axis of figure 2) substantially 
perpendicular to the first axis (right to left axis, fig. 2) in order to print onto the base 
medium in required locations (see column 5, line 47-column 7, line 50). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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Claims 3-5, and 9-10 are rejected under 35 U.S.C. 103 as being unpatentable 
over Austin et al., US 6,645,327 in view of Hohberger et al. US 6,857,714. 

Re claim 3, Austin further discloses the print head and the part of the memory tag 
write device are connected together (see figures 1-2; column 5, line 47-column 7, line 
39, note that elements 12 and 44 (or 34) are connected together and are part of the 
same housing). Austin further discloses that print head 12 moves relative to the base 
medium along a third axis (into and out the page, when looking at fig. 2) (see figure 2; 
column 5, line 47-column 7, line 50). 

Austin fails to explicitly disclose that print head and part of the memory tag write 
device moves in unison along the second axis and third axis. 

However, Hohberger teaches that print head (see print head 18, fig. 21) and part 
of the memory tag write device (see elements 320, 330, fig. 21, note that these supply 
mechanisms are part of the memory write device (i.e. print head)) moves in unison 
along the second axis (up and down in figs 21 and 22) and third axis (into and out of the 
page axis of figure 21) (see column 18, line 63-column 19, line 50). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention to modify the RF tag application system as disclosed by Austin to 
include the apparatus for applying RFID labels as taught by Hohberger for the benefit of 
"selectively incorporating a value-adding element such as, for example, a radio 
frequency identification (hereinafter called RFID) transponder with individual media 
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samples on a programmed, on-demand basis" as taught by Hohberger at column 1, 
lines 14-26. 

Re claim 4, Austin further discloses the print head (12, fig. 2) and the part of the 
memory tag write device (44 or 34, fig. 2) are amalgamated into a single unit (see 
figures 1-2; column 5, line 47-column 7, line 39, note that elements 12 and 44 (or 34) 
are part of the same housing). 

Austin fails to explicitly disclose that the second and third axes coincide. 

However, Hohberger teaches that the second and third axes coincide (i.e. 
happen together) (see figure 21-22, and discussion of claim 3 above). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention to modify the RF tag application system as disclosed by Austin to 
include the apparatus for applying RFID labels as taught by Hohberger for the benefit of 
"selectively incorporating a value-adding element such as, for example, a radio 
frequency identification (hereinafter called RFID) transponder with individual media 
samples on a programmed, on-demand basis" as taught by Hohberger at column 1, 
lines 14-26. 

Re claim 5, Austin fails to explicitly disclose that the print head and the part of the 
memory tag write device move independently along the second and third axes. 

However, Hohberger teaches that the print head (18, fig. 21) and the part of the 
memory tag write device (320, 330, fig. 21, note that supply mechanism are part of the 
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memory tag write device) move independently along the second (up and down in figs 21 
and 22) and third axis (into and out of the page axis of figure 21) (see fig 21-23). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention to modify the RF tag application system as disclosed by Austin to 
include the apparatus for applying RFID labels as taught by Hohberger for the benefit of 
"selectively incorporating a value-adding element such as, for example, a radio 
frequency identification (hereinafter called RFID) transponder with individual media 
samples on a programmed, on-demand basis" as taught by Hohberger at column 1, 
lines 14-26. 

Re claim 9, Austin failed to further disclose it is adapted to handle base medium 
in loose sheet form, which passes through the apparatus. 

However, Hohberger discloses it is adapted to handle base medium in loose 
sheet form (i.e. discrete media), which passes through the apparatus (see column 11, 
lines 24-43). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention to modify the RF tag application system as disclosed by Austin to 
include the apparatus for applying RFID labels as taught by Hohberger for the benefit of 
"selectively incorporating a value-adding element such as, for example, a radio 
frequency identification (hereinafter called RFID) transponder with individual media 
samples on a programmed, on-demand basis" as taught by Hohberger at column 1, 
lines 14-26. 
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Re claim 10, Austin further discloses, "Label media and the material used to 
produce it typically include label stock, made from paper or plastic (see column 1 , lines 
46-48). 

Austin failed to further disclose it is adapted to handle loose sheets of paper or 
like material. 

However, Hohberger discloses it is adapted to handle loose sheets (i.e. discrete 
media) of paper or like material (i.e. plastic) (see column 11, lines 24-43). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention to modify the RF tag application system as disclosed by Austin to 
include the apparatus for applying RFID labels as taught by Hohberger for the benefit of 
"selectively incorporating a value-adding element such as, for example, a radio 
frequency identification (hereinafter called RFID) transponder with individual media 
samples on a programmed, on-demand basis" as taught by Hohberger at column 1, 
lines 14-26. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pawandeep S. Dhingra whose telephone number is 
571-270-1231. The examiner can normally be reached on M-F, 9:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb can be reached on 571-272-7406. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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